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DETAILED ACTION 

Election/Restrictions 

Newly submitted claims 127-171 are directed to inventions that are independent 
or distinct from the invention originally claimed for the following reasons: 

1 ) claims 127-141 recite "a seal surrounding the cavity to maintain the contact 
lens in a sterile environment," which was not within the scope of the claims as originally 
examined, 

2) claims 142-156 recite "a seal surrounding the cavity to maintain the contact 
lens in a sterile environment," which was not within the scope of the claims as originally 
examined, and 

3) claims 157-171 recite "a reaction product of a polymerizable composition," 
which is of a different scope than the originally claimed mixture of resins. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 127-171 are withdrawn from 
consideration as being directed to a non-elected invention. See 37 CFR 1 .142(b) and 
MPEP§ 821.03. 

Claims 114-126 remain pending for prosecution. 

Response to Amendment 

In response to the amendment filed 2 February 2007, the following is placed in 

effect. 
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The rejection of claims 4, 7, 10, 19, 22, 24 and 27 under 35 U.S.C. 1 12, first 
paragraph, as failing to comply with the enablement requirement, is hereby expressly 
withdrawn. 

The rejection of claims 4, 7, 10, 16, 19, 22, 24, 27, 32, 34-36, 38, 40 and 42-45 
are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as 
the invention, is hereby expressly withdrawn. 

The rejection of claims 1-4, 6, 7, 10, 1 1, 14, 16-19, 22, 24, 26-28, 30, 32-36, 38, 
40 and 42-45 under 35 U.S.C. 102(b) as being anticipated by Hu et al (US 
2001/0044482), is hereby expressly withdrawn. 

The rejection of claims 1-4, 6, 7, 10, 1 1, 14, 16-19, 22, 24, 26-28, 30, 32-36, 38, 
40 and 42-45 under 35 U.S.C. 102(b) as being anticipated by Gordon (US 4,123,408), is 
hereby expressly withdrawn. 

The rejection of claims 1-4, 6, 7, 10, 1 1, 14, 16-19, 22, 24, 26-28, 30, 32-36, 38, 
40 and 42-45 under 35 U.S.C. 102(b) as being anticipated by Shah (US 4,462,665), is 
hereby expressly withdrawn. 

The rejection of claims1-3, 10, 16-19 and 27 under 35 U.S.C. 102(b) as being 
anticipated by Tanaka et al (US 6,008,170), is hereby expressly withdrawn. 

The rejection of claims 1-3, 10, 16-19 and 27 under 35 U.S.C. 102(b) as being 
anticipated by Salpekar et al (US 6,440,366), is hereby expressly withdrawn. 

The following new grounds of rejection are being made. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
* Patentability shall not be negatived by the manner in which the invention was made. 

Claims. 1 14-126 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hu et al (US 2001/0044482), Gordon (US 4,123,408), or Shah (US 4,462,665), all 
previously cited, each taken in view of Dziabo et al (US 5,338,408), Krezanoski et al 
(US 3,954,644), Huth et al (US 4,460,573) and Park et al (US 5,882,678), all newly 
cited. 

The reference to Hu et al (US 2001/0044482) shows the contemplated contact 
lens employed in the instant claims at the Abstract, paragraphs [0017]-[0019], [0022], 
[0029], [0032]-[0035], [0047]-[0048], [0051] and the many Examples. 

The reference to Gordon (US 4,123,408) shows the contemplated contact lens 
employed in the instant claims at the Abstract, column 2 (lines 38-55), column 3 (line 
.64) to column 6 (line 63), the Example at columns 8 and 9 and the claims. 

The reference to Shah (US 4,462,665) shows the contemplated contact lens 
employed in the instant claims at the Abstract, column 2 (line 1 ) to column 4 (line 49), 
the many Examples and the claims. 

Each of the references to Dziabo et al (US 5,338,408), Krezanoski et al (US 
3,954,644), Huth et al (US 4,460,573) and Park et al (US 5,882,678) show the storage 
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and cleaning of contact lenses using polymers, as herein recited and claimed. Note in 
Dziabo et al at the paragraph bridging column 5 to column 6) for the use of polymers 
derived from vinyl ethers (claim 122), polyacrylates and polyacrylic acids (claims 123 
and 124), polyvinyl pyrrolidone (lactam) (claim 125), and polyvinyl alcohol (claim 126). 
The reference to Park et al shows the storage of contact lenses in the 
disinfectant/cleaning compositions and teaches specifically polyacrylates (claim 123), 
polyacrylic acid (claim 124) and polymethacrylic acid (claim 126) in a package system, 
as recited herein. Note column 2 (lines 35-63). The reference to Huth et al shows the 
use of PVP (claim 125) for "contact lends care," such as storage. Note the Abstract. The 
patent to Krezanoski et al shows the use of vinyl ethers for storage and cleaning of 
contact lenses. Note the Abstract. 

The primary references teach the contact lens of the claims. The secondary 
references show the solutions for cleaning/storage and show such as conventional, as 
recited herein. The employment of a package is notoriously obvious since the product 
must be vended and distributed. As such, a skilled artisan would have a high level of 
expectation of success following the teachings of the references. Nothing unexpected is 
shown on the record. 

Claims 114-1 16 and 122-126 are rejected under 35 U.S. C. 103(a) as being 
unpatentable over Tanaka et al (US 6,008,170) or Salpekar et al (US 6,440,366), each 
taken in view of Dziabo et al (US 5,338,408), Krezanoski et al (US 3,954,644), Huth et 
al (US 4,460,573) or Park et al (US 5,882,678). 
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The reference to Tanaka et al (US 6,008,170) shows the contemplated contact 
lens employed in the instant claims at the Abstract, the paragraph bridging column 3 to 
column 4, column 6 (lines 45-61), the Examples and claims. 

The reference to Salpekar et al (US 6,440,366) shows the contemplated contact lens 
employed in the instant claims at the Abstract, column 3 (line 53) to column 7 (line 57), 
the Examples and the claims. 

Each of the references to Dziabo et al (US 5,338,408), Krezanoski et al (US 
3,954,644), Huth et al (US 4,460,573) and Park et al (US 5,882,678) show the storage 
and cleaning of contact lenses using polymers, as herein recited and claimed. Note in 
Dziabo et al at the paragraph bridging column 5 to column 6) for the use of polymers 
derived from vinyl ethers (claim 122), polyacrylates and polyacrylic acids (claims 123 
and 124), polyvinyl pyrrolidone (lactam) (claim 125), and polyvinyl alcohol (claim 126). 
The reference to Park et al shows the storage of contact lenses in the 
disinfectant/cleaning compositions and teaches specifically polyacrylates (claim 123), 
polyacrylic acid (claim 124) and polymethacrylic acid (claim 126) in a package system, 
as recited herein. Note column 2 (lines 35-63). The reference to Huth et al shows the 
use of PVP (claim 125) for "contact lends care," such as storage. Note the Abstract. The 
patent to Krezanoski et al shows the use of vinyl ethers for storage and cleaning of 
contact lenses. Note the Abstract. 

The primary references teach the contact lens of the claims. The secondary 
references show the solutions for cleaning/storage and show such as conventional, as 
recited herein. The employment of a package is notoriously obvious since the product 



Application/Control Number: 10/811 ,690 Page 7 

Art Unit: 1711 

must be vended and distributed. As such, a skilled artisan would have a high level of 
expectation of success following the teachings of the references. Nothing unexpected is 
shown on the record. 

Response to Arguments 

Applicant's arguments with respect to the claims have been considered but are 
moot in view of the new grounds of rejection. 

Due to the new grounds of rejection, this action is not being made FINAL. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nathan M. Nutter whose telephone number is 571-272- 
1076. The examiner can normally be reached on 9:30 a.m.-6:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J. Seidleck can be reached on 571-272-1078. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 



For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 



system, call 800-786-9199 (IN USA OR CANADA) dr 571-^-1 fcOl 




Nathan M. Nutter 
Primary Examiner 
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